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I hereby certify that this correspondence is being deposited with the United States Postal;Service 
as first class mail in an envelope addressed to: Mail Stop AF, Commissioner for Patents, P03ox^ V^. 
1450, Alexandria, VA223J3-1450 on / ^ : 




te ' Signature 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Confirmation No.: 6791 
Art Unit: 1631 
Examiner: J. Brusca 



In Re Application of: 
Case et al. 

Serial No.: 09/941,450 
Filing Date: August 28, 2001 
Title: GENE IDENTIFICATION 

AMENDMENT TRANSMITTAL LETTER 

Mail Stop AF 
Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 
Sir: 

Transmitted herewith for filing is an amendment in the above patent 

appUcation in response to the Office Action of July 16, 2003. 

Apphcants request an extension of time for * months. Enclosed is 
a check to cover the $* fee. 

_ No additional fee is required. 

X Also enclosed: IDS, Check for IDS and Retum Postcard. 
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No. of Claims After Most Claims Extra 

Amendment Previously Paid Claims Ac 


ditional Fee 


A. Total Claims 


24 




30 




0 


X 


$18 




$0 


B. Ind. Claims 


1 




3 




0 


X 


$84 




SO 


C. If amended to contain multiple dependent claims, add 280 


$280 




$0 


D. Total Amendment Fee (Total of A, B & C) 






E. If small entity, 50% reduction of Total Amendment Fee (50% of D) 






F. Total Amendment Fee (D minus E) 




$0 



A check for $ * to cover the extension of time fee and extra claims fee 
is attached. 



Charge $ to Deposit Account No. 18-1648. 



The Commissioner is hereby authorized to charge any fees under 37 
C.F.R. §§ 1.16, 1.17 and 1.21 which may be required by this paper, or to credit 
any overpayment, to Deposit Account No. 18-1648. 



Respectfully submitted, 



Date: S^-(^ 0 3 



By: 



ROBINS & PASTERNAKL LLP 
1731 Embarcadero Road, Suite 230 
Palo Alto, CA 94303 
Telephone: 650-493-3400 
Facsimile: 650-493-3440 



Dahna S. Pasternak 
Registration No. 41,41 1 
Attorney for Applicants 
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PATENT COOPERATION TREATY 



From the INTERNATIONAL SEARCHING AUTHORITY 



To: 

DAHNA S. PASTERNAK 
ROBINS & PASTERNAK LLP 
545 MIDDLEFIELD ROAD 
SUITE 180 

MENLOPARK, CA 94025 



PCT 



NOTIFICATION OF TRANSMITTAL OF 
THE INTERNATIONAL SEARCH REPORT 
OR THE DECLARATION 

(PCT Rule 44.1) 



Date of Mailing 

(day/monxMyear) 23JUHZ003 



Applicant's or agent's file reference 
8325-0007.60 . 



FOR FURTHER ACTION See paragraphs 1 and 4 below 



International application No. 
PCT/US02/27310 



International filing date 
{day /month/year) 

27 August 2002 (27.08.2002) 



Applicant 

SANGAMO BIOSCIENCES, INC. 



2. □ 



The applicant is hereby notified that the international search report has been established smd is transmitted herewith, 
Filing of amendments and stat^ent under Article 19: 

The applicant is entitled, if he so wishes, to amend the claims of the international application (see Rule 46): 

When? The time limit for filing such amendments is normally two months from the date of transmittal of the 
mtemational search report. 

Where? Directly to the International Bureau of WIPO, 34, chemin des Colombettes 
1211 Geneva 20. Switzeriand, Facsimile No.: (41-22) 740.14.35 

For more detailed instructions, see the notes on the aiccompanying sheet. 

The ai^licant is hereby notified that no international search report will be established and that the declaration under 
Article 17(2)(a) to that effect is transmitted herewith. 

1^ With regard to the protest against payment of (an) additional fee(s) under Rule 40.2, the s^licant is notified that: 

^\ die protest together with the decision thereon has been transmitted to the International Bureau together widi the 

applicant's request to forward the texts of both the protest and the decision thereon to the designated Offices. 
I I no decision has been made yet on the protest; the s^licant will be notified as soon as a decision is made. 

Reminders 

Shortly after 18 months from the priority date, the international application will be published by the International Bureau. If the 
applicant wishes to avoid or postpone publication, a notice of withdrawal of the international application, or of the priority claim, 
must reach the International Bureau as provided in Rules 90 bis. 1 and 90 bis. 3, respectively, before the completion of the technical 
pr^arations for international publication. 

Within 19 months from the priority date, but only in respect of some designated Offices, a demand for international preliminary 
exammation must be filed if the applicant wishes to postpone the entry into the national phase until 30 months from the priority 
date (in some Offices even later); otherwise the applicant must, within 20 months from the priority date, perform the prescribed 
acts for entry into the national phase before those designated Offices. 

In respect of other designated Offices, the time limit of 30 months (or later) will apply even if no demand is filed within 19 months. 

See the Annex to Form PCT/IB/301 and, for details about die applicable time limits. Office by Office, see the PCT Applicani's 
Guide, Volume II, National Chapters and the WIPO Internet site. 



mo niru: ^ 



Name and mailing address of the ISAAJS 
Commissioner for Patents 
Box PCT 

Washington, D.C. 20231 
Facsimile No. (703)305-3230 



Authorized officer 
John S. Brusca 



Telephone No. 703 308-0196 



Form PCT/ISA/220 (April 2002) 



(See notes on accompanying sheet) 

DECEIVE I 

JUL - 1 mi 

WffilNSA PASTERNAK Lr 



PATENT COOPERATION TREATY 

PCT 

INTERNATIONAL SEARCH REPORT 
(PCT Article IS and Rules 43 and 44) 



Applicant's or agent's file reference 
8325-0007.60 


FOR FURTHER 
ACTION 


see Notification of Transmittal of International Search 
Report (Form PCT/ISA/220) as well as, where applicable, 
item 5 below. 


International application No. 
PCT/US02/27310 


International filing date (day/month/year) 
27 August 2002 (27.08.2002) 


(Earliest) Priority Date {day/monih/year) 
28 August 2001 (28.08.2001) 


Applicant 

SANGAMO BIOSCIENCES, INC. 



This international search report has been prepared by this International Searching Authority and is transmitted to the applicant 
according to Article 18. A copy is being transmitted to the International Bureau. 

This international search report consists of a total of ^ 



sheets. 



It is also accompanied by a copy of each prior art document cited in this report. 



□ 



b. 



Basis of the Report 

a. With regard to the language, the international search was carried out on the basis of the international ^plication in the 
language in which it was filed, unless otherwise indicated under this item. 

the international search was carried out on the basis of a translation of the international application furnished to this 
Authority (Rule 23. 1(b)). 

With regardto any nucleotide and/or ammo acid sequence disclosed in the international application, the international 
search was carried out on the basis of the sequence listing: 
contained in the international application in written form, 
filed together with the international application in computer readable form, 
furnished subsequently to this Authority in written form, 
furnished subsequently to this Authority in computer readable form. 

the statement that the subsequently furnished writtra sequence listing does not go beyond the disclosure in the 
international application as filed has been furnished. 

the statement that the information recorded in computer readable form is identical to the written sequence listing has 
been furnished. 

Certain claims were found unsearchable (See Box 1). 

Unity of invention is lacking (See Box II). 
With regard to the title, 

[X] the text is approved as submitted by the applicant. 

I I the text has been established by this Authority to read as follows: 



□ 
□ 
□ 
□ 
□ 

□ 

□ 



With regard to the abstract, 

[X3 the text is approved as submitted by the applicant. 

I I the text has been established, according to Rule 38.2(b), by this Authority as it appears in Box UI. The apphcant may, 
within one month from the date of mailing of this international search report, submit comments to this Authority. 



The figure of the drawhugs to be published with the abstract is Figure No. 

I as suggested by the applicant. 

I because the applicant failed to suggest a figure. 

I because this figure better characterizes the invention. 



None of the figures 



Form PCT/ISA/210 (first sheet) (July 1998) 



INTERNATIONAL SEARCH REPORT 



International application No. 
PCT/US02/273I0 



Box I Observations where certain claims were found unsearchable (C ntinuation f Item 1 of first sheet) 

This international report has not been established in respect of certain claims under Article 17(2)(a) for the following reasons: 

Claim Nos.: 

because they relate to subject matter not required to be searched by this Authority, namely: 



I I Claim Nos.: 

because they relate to parts of the international application that do not comply with the prescribed requirements to such 
an extent that no meaningful international search can be carried out, specifically: 



3- CZI Claim Nos.: 

because they are dependent claims and are not drafted in accordance with the second and third sentences of Rule 6.4(a). 
Box n Observations where unity of invention is lacking (Continuation of Item 2 of first sheet) 



This International Searching Authority foutnd multiple inventions in this international application, as follows: 
Please See Continuation Sheet 



1- LJ 

As all required additional search fees were timely paid by the applicant, this international search report covers all 
searchable claims. 

As all searchable claims could be searched without effort justifying an additional fee, this Authority did not invite 
payment of any additional fee. 




As only some of the required additional search fees were timely paid by the applicant, this international search report 



covers only those claims for which fees were paid, specifically claims Nos.: generic claims 1-14, 18. and 26-30 and 
species of second molecule that is protein (claim 15), species of cell that is a human cell (claim 19), and two species of 
phenotype that are cell growth (claim 23 in part) and expression of an RNA molecule (claim 24). 



□ 

No required additional search fees were timely paid by the applicant. Consequently, this international search report is 
restricted to the invention first mentioned in the claims; it is covered by claims Nos.: 



Remark on Protest LXJ The additional search fees were accompanied by the applicant's protest. 

I I No protest accompanied the payment of additional search fees. 



Form PCT/ISA/210 (continuation of first sheet(l)) (July 1998) 



INTERNATIONAL SEARCH REPORT 



International application No. 
PCT/US02/27310 



A. CLASSIFICATION OF SUBJECT MATTER 

IPC(7) G06F 19/00; C12Q 1/68 

US CL 702/19; 435/6 

According to International Patent Classification (IPC) or to both national classification and IPC 

B. FIELDS SEARCHED 



Minimum documentation searched (classification system followed by classification symbols) 
U.S. : 702/19; 435/6 



Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched 



Electronic data base consulted during the international search (name of data base and, where practicable, search terms used) 
Please See Continuation Sheet 



C. DOCUMENTS CONSIDERED TO BE RELEVANT 



Category * 



Citation of document, with indication, where appropriate, of the relevant passages 



Relevant to claim No. 



X 
Y 



WO 00/42219 Al (SANGAMO BIOSCIENCES, INC.) 20 July 2000 (20.07.00), pages 11. 
18. 20. 21,24. 38. 



HEIX et al. Mitotic silencing of human rRNA systhesis: inactivation of the promoter 
selectivity factor SLl by cdc2/cyclin B-mediated phosphorylation. EMBO Journal. 1998. 
Vol. 17. Number 24. pages 7373-7381. especially page 7373. 

HAGMANN et al. The VP16 Paradox: Herpes Simplex Virus VP16 Contains a Long-Range 
Activation Domain but within the Natural Multiprotein Conq>lex Activates Only from 
Promoter-Proximal Positions. Journal of Virology. August 1997, Vol. 71, Number 8, pages 
5952-5962. especially page 5952, 

LIU et al. Transcription factor EGR-1 suppresses the growth and transformation of human 
HT-1080 fibrosarcoma cells by induction of transforming growth factor bm-1. Proc. Natl. 
Acad. Sci. USA. October 1996, Vol. 93, pages 11831-11836. especially page 11831. 



1. 2. 4-12. 14. 18, 19. 
24. 26. 27 

3, 13, 15, 23. 28. 29, 
30 



13, 15 



23 



lEl Further documents are listed in the continuation of Box C. Q 



See patent family annex. 



* Special categories of cited documents: 

"A" document defming the general state of the art which is not considered to be 
of particular televance 

•E" earlier application or pa^m published on or after the international filing date 

"L" document which may throw doubts on priority claiin(s) or which is cited to 
esublish the publication date of another ciution or other special reason (as 
specified) 

"O" document referring to an oral disclosure, use, exhibition or other means 

"P" document published prior to the international filing date hut later than the 
priority date claimed 



"T" later document published after the international filing dale or priority 

date and not in conflict widi the applicadon but cited to underscand the 
principle or theory underiytng the tnvemion 

"X" document of particular relevaiice; the claimed invention cannot be 

considered novel or cannot be considered to involve an inventive step 
when the document is taken alone 

" Y" document of particular relevance; the claimed invention cannot be 

considered to involve an inventive step when the document is 
combined widi one or more other such documeius, such combination 
being obvious to a person skilled in the art 

document member of the same patent family 



Date of the actual completion of the international search 
03 March 2003 (03.03.2003) 



Date of mailingof the international search report 

2003 




Name and mailing address of the ISA/US 
Commissioner of Patents and Trademarlcs 

Box per 

Washington. D.C. 20231 
Facsimile No. (703)305-3230 



Authorized officer 
John S. Brusca 
Telephone No. 703 308-0196 



Form PCT/ISA/210 (second sheet) (July 1998) 



NOTTS TO FORM PCT/lSA/220 



Thoc Noco are imcoded to give the basic mstnjcbons pohoermng ibe GUttg of ^f'^^m tnM under Aau-u io 
Nojtt^rt buod on the irquiremcnu of the P.tcni Goopcrtuoo Tfe«y .od of Uie R«S2r«SiSi 
tetn«,oMi«iderUMi T«ity. In case of dUcrcpincy betCi^n (>ioe ^toc^ .od thc« r<«ScSmS Se U^^^ 
For BK)« detailed ififormauoo, see .bo the PCT A^.oot s du.de, • puWic.uoe ofW^!^ 



-'V^^EW^ WDER ARTICLE If 




^ It ahmriri^ ^ be c^MUM^rfitihgt^ 
Bou tei«MXMa or hM taodMr loi^ 




The deaoripdca and the drawiaB nay oolv be 




Tbe MDcadmoKs mty <»ly be Gled with the lateniatioiul Bureau and ooc with the ttotkMag, OOioe or ibe 
Imrm atiOQal Scerchtoc Authority (Rule 46a). viiuw or ne 

Whete a demand for lofteMtiodal ipr^^ H if - 



Howr 




wbicht ea i 



Gte by caaodltflr ooe or OM ciuire 

OQeormaieoCmecuiaMaaOed. . 

I be Mboitaed te each abeei of the 4 
t ifaect ocicteaDy filed. 

appeering oc a repUoemeot abeec mun be ouobered ta Arabic ouoiersia. Where a cUtm i» 
caooeued,aof«auatevgo€ the othercUiau it required. la all caact when cUims aic rcmaabei^dL they must 
1 ooaaecUfveiy (Aamiaistratrve Insouctioos, Seccioo 205(b)). 



tCa maat/may aococapaay the aoiea^caCs ? 

UtUr(S«!Clkw,2P5(b)):... ^ -.i- v;-.-.^ ^ ■ a^.-.,-. 

Tbe aaiendmeats mint be submitted with a tetter. 

The letter will oot be putliihed with the iatcraitjodil spplicatKjk^ inli A<j tm«kAgd ei ^kwk^ J ^\t' ^ijr^M rrri-^ 
ooofouoded with the "Soitemeat uBdcr Artide 19(1)^ (see bdti*i^;^itkicr -Stita^^ 

The4«er must mdMauobe diffctrbdc* -between the cUuns asiilod aad the dakxu as ameaied: ll must, ia 
^Hl'^l: ? ooon^OQ with eacli,d«fm ippearuig iatfae imcnuttaH <ppltcatk9a(nbeoi7TiademDOd 

Out ideaocal mdicatiCRU cooocming several dauns nuy be grouped), wbctber - 

f'O the da I Q. is jaxxxUed: i , „ ,. ....•.'[■■■.'.::'':' ■„ ' 

fni) tbe diim u new; ' ' ' ■ ' '* 

(ivi U>c dsun rrplioes orkc or racrc cjtsrTis fiicti; 

(V) ihc diun IS ibc result of \hc tiivuioc cf i asun li fiic^l. 



Notes to Form PCT/lSA/220 (HrK sboci) (Juiy 1972) 



NOTES TO FORM PCT/lSA/220 (continued) 



Tbe followiag cxaaplcs Ulustrau tbc caaoocr la which aacadcacats must be eiplaUicd la Ibe 
•ccocapaarlac letlcn « wc 



1 . PJ^ic ohpally there wcfe 4$ cIjiois tod ifier •mcadoicot o( some daiau there tie 5 1 k 
-a*inu I to 29, 3 U 32, 34. 35. 37 lo 4« replaced by ameadcd daiou beariag the same nuiabers: 
cUinu 30, 33 aod 34 uodianfed; new dainu 49 Co 51 added.' 

2. Of^re onginally there were 15 dainu tad ifter aneodmeai of til dainu there are III: 
-Oaiou I to 15 fcpUoed by acDeaded da lou 1 to IXr 

3. fWbmonfioaily there were 14 daigg aod the amcodmeatt oonairt «a ciaodliag uxnAcimm^ tp^ aifding 
oew daiiiit|: * 
'Oaima 1 to 4 aad 14 uadiaafed; daima 7 to 13 caaoelled; oew daiou 15, 16 aod 17 added ' or 
*C3aima7io U c aac cl ie d ; oewdaina 15, 14 aod 17 added; ail other daton i 



fWbeic varioai kiida of imr ndniritfi are madcb 
Oaims l-lOmchaofod; daaou llio U, 18 aod 19caaodled; dakns 14, 15 tad 14fcpUoadby«Bc 
dain 14; dm 17 svbdivided toio aoModed daima 15, 16 aad 17; oew danns » a^ 



^UUmeat ««der Article 19(1)- (Rale 44.4) 

The amgidmcag mar be aommnan i n d bv a ttMt^m^t i^ mmA „ fa^^ 

that tt.*rh ammdmcntt oiigbf have oo the desoripcioa aad the dnwiaai (wfaidi ctOMC beameaded and^ 
Aitida 19(1)). — 

Tbe atatemeat wiU be publtfhed with the iotematioad applkatioo anl 



Tbe auiemeai ahouM be bdeC it ahcMld oo( exceed 500 wocda if ia Eaftiah or ^ 




U what faata^ t 

The aoKBdafteaei aaiat be aiade ta the laafua^ ia which the iatematioaal ipplicatioa ia pubtiahcd. Tlkc letter 
tad my autencai acoompaaymt the • mmrfmrnn muat be in the aamc Uayiacc aa the laaeraatiooal appticatioa 
if that laa^se n Eacliah or Fresch; odicnmc, it must be in EagiUah orFreadi, at the choice of tbe applicant. 



Caaaaqatoct If a demaad far laftcraatSoaal prclimlaary czamtaatioa kaa already bac« fifed ? 

IC at the time of GUaf aay amcodmeau under Anide 19, a a .iww4 (or atenu*Vs^al pcdimioary cjuna&atioo 
haa alreadr beeo aMbmiCLed. the t pyi li r i nt naat prrf«mhly, m a» »^m^ o/mfa.^ SL mm^ ^ t / .^ «^«w 
loteraatiooal Bureao, abo file a copy of tuch aaieadmeau with the fattetaatioaal PialimifMry Examioiac 
Authority (tea Rule 62.2(a), Grtt aeaieace). 



Cooscqacaot with rc^tfd to trmaaUtioa of the laUra«ck>*d appUcadoa for entry fata the aatioMi pbaae 7 

The tppL rant*i atLcnOon a dnwn to the fact thai, •rtvcrc upon entry into tbc oac ooal phase, a trmmlatioo of the 
datms as aokeoded under AnicJc 19 may have lo be funusbed to (he deaignated/eJectcd OfGocs, instead oC or 
iQ additioo to, the translacion of the datms u filed. 

Fof further dcuiUoo tbc rcqu I remcnaaC each dcjipu ted/ elected OfGoe, aoc Volume Q of the PCT Applies at 'a 

Guide. 



Notes to Form PCT/1SA/Z20 («>dcx>d »b«!) duly 19^Z) 
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